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Office Action Summary 


Application No. 

10/633,238 


Applicant(s) 

SHAH, TILAK M. 


Examiner 

David T. Fidei 


Art Unit 

3728 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 20 June 2007 . 
2a) □ This action is FINAL. 2b)E This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) [3 Claim(s) 22-42 is/are pending in the application. 

4a) Of the above claim (s) 30 and 39-42 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) El Claimfs) 22-24.26-29.31-33 and 35-38 is/are rejected. 

7) ^ Claim (s) 25 and 34 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) CD Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) D Notice of Informal Patent Application 

6) □ Other: . 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 22, 23, 26, 27, 31, 32, 35 and 36 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Matsumoto et al (Pub no. US 2002/0197738). As to claim 22 Matsumoto discloses 
a collapsible tube Y with a closed distal end defined by bag-like portion 3d and an open proximal 
end 3a. It is not specific what structural features that integral hinge elements has in the claim and 
Matsumoto et al discloses a constriction 3c that forms integral hinge elements at opposing sides 
of the body to facilitate compression flattening of at least a portion of the body. The body has a 
substantially uniform diameter along the open proximal end 3a as shown in figure 4. 

As to claim 23, 31 and 32, the body has a central axis extending through the closed distal 
end and the open proximal end that can be considered to define an average cross-sectional area in 
a direction perpendicular to the central axis where the open proximal end 3a has a cross-sectional 
area at least as large as the average cross-sectional area since the proximal end 3a of figure 4 is 
shown as large as any other portion of the tube Y. 

As to claims 26 and 35, the integral hinge elements comprises a rigid structure of a 
constriction 3c. 

As to claims 27 and 36, the process by which the tube is formed is of no patentable 
distinction. A "product by process" claim is directed to the product per se, no matter how 
actually made, In re Hirao, 190 USPQ 15 at 17(footnote 3). See also In re Brown, 173 USPQ 
685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 186 USPQ 161; In 
re Wertheim, 191 USPQ 90; and In re Marosi et al, 218 USPQ 289, all of which make it clear 
that it is the patentability of the final product per se which must be determined in a "product by 
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process" claim, and the an old or obvious product produced by a new method is not patentable as 
a product, whether claimed in "product by process" claims or not. During examination, the 
patentability of a product-by-process claim is determined by the novelty and non-obviousness of 
the claimed product itself without consideration of the process for making it which is recited in 
the claim. In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985), M.P.E.P. § 2113. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. Claims 24 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto et al as applied to claims 22 and 31 above, and further in view of Grant (US Patent 
no. 5,477,863). The difference between the claimed subject matter and Matsumoto et al resides 
in a cap matably ehgageable with coupling structure at the proximal end of the tube. Grant 
discloses a sample container 11 matably engageable with a cap 12 as shown in figures 2 and 9 as 
is conventional in the art. It would have been obvious to one of ordinary skill in the art to modify 
the container of Matsumoto et al by further constructing a cap matably engageable with coupling 
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structure at the proximal end of the container as suggested by Grant, in order to retain the sample 
contents within the container. 

6. Claims 28, 29, 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto et al (Pub no. US 2002/0197738). The difference between the claimed subject matter 
and Matsumoto et al resides in the resides in the dimensions of the tube and material used to 
construct the tube. Matsumoto et al is silent regarding the dimensions and a soft synthetic resin is 
the only disclosure of material used. As to the former, it has been held that, where the only 
difference between the prior art and the claims is a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently than a prior art device, the claimed device is not patentably distinct from the prior art 
device. Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984). 

As to the material used to form the tube, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to employ conventional materials 
such as polypropylene, since it has been held to be within the general skill of a worker in the art 
to select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice, see § M.P.E.P. 2144.06. 



Double Patenting 

1. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 
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8. Applicant is advised that should claim 23 be found allowable, claim 32 will be objected 
to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Allowable Subject Matter 

9. Claims 25 and 34 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Response to Arguments 

10. Applicant's arguments, see pages 7-23, filed June 20, 2007, with respect to the objection 
under 35 U.S.C. 132(a), the rejection under 35 U.S.C. 112, first paragraph, and the rejection of 
Tobler (Patent no. 5,255,808) in view of Hurtig (Des. 267,076) have been fully considered and 
are persuasive. The objections and rejections of February 20, 2007 has been withdrawn. 

Claims 22-42 remain pending in the instant application with claims 30, 39-42 withdrawn 
as directed towards a non-elected inventions: Claims 22-24, 26-29, 31-33 and 35-38 are rejected 
as set forth above and claims 25, 34 objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David T. Fidei whose telephone number is (571) 272-4553. The 
examiner can normally be reached on Monday - Thursday 6:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571) 2724562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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